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REMARKS 

In the Office Action dated December 18, 2006, claims 1-95 are pending, claims 
1-59 are withdrawn, and claims 60-95 are rejected. Reconsideration is requested, at 
least for the reasons discussed herein. 

The Invention set forth in claim 60 is directed to: 

A method for treating a specimen of semen containing 
sperm cells to increase the relative number of sperm cells of 
a preferred sex type in a treated specimen to increase the 
potential for conceiving an offspring of the preferred sex, the 
method comprising separating the semen into two 
components comprising a first component having a higher 
number of sperm of the preferred sex type than spemi of a 
non preferred sex type and a second component having a 
higher number of spenri) of the non prefen^ed sex type 
relative to sperm of the preferred sex type, wherein the 
separatina steo is performed in a window of time determined 
bv locating a maximum In the curve obtained by plotting 
percent female cells detemnined bv FISH against percent 
Kqo positive cells, determining the time at which the 
maximum p e rq^pt female cells occurs , and beginning the 
separation step no earlier than about one hour before the 
time of the maximum percent female cells. 

Applicants have discovered that one can significantly increase the relative 
number of sperm cells of a preferred sex type in a treated specimen to increase the 
potential for conceiving an offspring of the preferred sex by detemilning a time when a 
maximum of the percent female cells is present in a sample of semen and, then, begin 
Ihe separation step no earlier than about one hour before the time of the maximum 
percent female cells, where the separation step separates the semen Into two 
components comprising a first component having a higher number of sperm of the 
preferred sex type than sperm of a non preferred sex type and a second component 
having a higher number of sperm of the non prefenred sex type relative to sperm of the 
preferred sex type. 

None of the cited art teach or suggest the timing of the separation step as 
claimed herein. 
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Claims 60, 67. 76, 86 and the claims dependent thereon (61-66, 68-74, 76-85 
and 87-95) are rejected under 35 USC 112, first paragraph, for allegedly failing to 
comply with the written description requirement. The Examiner alleges that the claims 
contain subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the art that the inventor{s), at the time the 
application was filed, has possession of the claimed invention. The Examiner alleges 
that it is not described In the specification how one sample to be separated into 
components can differ in the amount of female vs. male cells over time and how a 
maximum is determined. Applicants strongly disagree. 

As recognized by the Examiner, Applicants show that samples separated at 
different limes, when analyzed by FISH, contain varying numbers of viable male and 
female cells. By plotting the number of female cells or male cells vs. time at a particular 
temperature, one can determine a maximum in the number of cells vs. time at a 
particular temperature. By observing the actual maximum, one can determine the 
optimum temperature for the methodology being utilized. Figures 2-6 illustrate that a 
maximum number of cells can be determined by FISH using Koo cells. Thus, 
Applicants clearly have demonstrated that they were In possession of the claimed 
subject matter at the time the application was filed. 

The Examiner states that Applicants appear to be claiming using the FISH 
analysis to track when more female cells are present In a single sample, Applicants 
submit that they have discovered that the FISH analysis can be used to determine a 
time period during which a maximum of viable female cells are present In a sample, and 
such window can be further used for separating semen samples into male and female 
cells. 

By separating the semen at such determined time, one can provide a component 
of semen that has a higher percent of female cells, as taught by the present application. 
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The Examiner states there is no scientific support for the Applicants' discovery. 
That is the natujfB of the discovery. Applicants have provided the support in the 
specification and figures. 

The Examiner stales that examples do not support analyzing the percent female 
cells before the separation step. However, that is not required. 



The claimed method is for treating a specimen of semen containing sperm cells 
to increase the relative number of sperm cells of a preferred sex type in a treated 
specimen to Increase the potential for conceiving an offspring of the preferred sex, and 
it requires: 

separating the semen Into two components comprising a first 
component having a higher number of sperm of the 
preferred sex type than sperm of a non preferred sex type 
and a second component having a higher number of spemri 
of the non preferred sex type relative to sperm of the 
prefenred sex type. 

This method is performed In a window of time after ejaculation: 

wherein the separating step is performed In a window of tirne 
f^e^ ermined bv locating a maximum in the curve obtained bv 
Dioltinq percent female cells determined bv FISH against 
per cent Koo positive cells, determinino the time at which the 
maximum percent female cells occurs , and beginning the 
separation step no earlier than about one hour before the 
time of the niaximum percent female cells. 

It is not seen where any undue experimentation Is required to practice the 
claimed invention. 

Claims 60, 61, 63 and 75 are rejected under 35 U.S.C. 102(b) over Sills et al. 
(American Journal of Reproductive Immunology* vol 40, 1998; "Sills"), Sills concludes 
that: 

[t]he expression of H-Y antigen has a slightly higher frequency in human 
sperm containing the Y-chromosome, but Its expression among X- 
chromosome-bearing sperm also is considerable. Current immunological 
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techniques relying on this antigen are unlil^ely to effect sex selection of 
human sperm. 

Thus, Sills falls to teach or suggest a method for treating a specimen of semen 
containing sperm cells to increase the relative number of sperm cells of a preferred sex 
type in a treated specimen to increase the potential for conceiving an offspring of the 
preferred sex, as claimed herein. 

Sills also fyils to teach or suggest a method that Includes: 

separating the semen Into two components comprising a first 
component having a higher number of spemi of the 
preferred sex type than sperm of a non preferred sex type 
and a second component having a higher number of sperm 
of the non preferred sex type relative to sperm of the 
preferred sex type, 

as claimed herein. 

Further, Sills fai/s to teach or suggest a method 

wherein the separatino step is performed in a window of time 
determined bv locating a maximum in the curve obtained by 
plotting percent female cells determined by FISH against 
percent Koo positive cells, determining the time at which the 
maximum percent female cells occurs , and beginning the 
separation step no earlier than about one hour before the 
time of the maximum percent female cells. 

Thus, it Is not seen how the presently claimed invention is anticipated by Sills. 
Further, It is not seen how the presently claimed invention would have been obvious to 
one of ordinary sl^ill in the art in view of Sills. 

Claims 60-62, 67-69, 82-83, 86-91 and 93 are rejected under 35 U.S.C. 102(b) 
over Benjamin (US 6153373). Although Benjamin •373 describes a method for 
Increasing the percentage of mammalian offspring of either sex by contacting a sperm 
sample with an antibody specific to a selected spermatozoa type, Benjamin fails to 
teach or suggest that a window of time after ejaculation can be determined for 
performing the separation to obtain the desired increase in the percentage of 
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mammalian offspring of either sex. Indeed, Benjamin '373 does not even suggest that 
such a window can exist. Present Applicants have discovered the existence of this 
window and how to use it for performing the separation to obtalr> the desired Increase in 
the percentage of mammalian offspring of either sex. 

Thus, It is not seen how the presently claimed invention Is anticipated by 
Benjamin •373. Further, it is not seen how the presently claimed Invention would have 
been obvious to one of ordinary skill in the art in view of Benjamin '373. 

Claims 60-62» 67-69. 82-83. 66-91 and 93 are rejected under 35 U.S.C. 102(b) 
and (e) over Benjamin (U$2003/0068654A1). Although Benjamin *654A1 describes a 
method for increasing the percentage of mammalian offspring of either sex by 
contacting a sperm sample with an antibody specific to a selected spermatozoa type, 
Benjamin falls to teach or suggest that a window of time after ejaculation can be 
determined for performing the separation to obtain the desired increase in the 
percentage of mammalian offspring of either sex. Indeed, Benjamin '654A1 does not 
even suggest that such a window can exist. Present Applicants have discovered the 
existence of this window and how to use it for performing the separation to obtain the 
desired increase in the percentage of mammalian offspring of either sex. 

Thus, it Is not seen how the presently claimed invention is anticipated by 
Benjamin 'GSAAI , Further, it is not seen how the presently claimed invention would 
have been obvious to one of ordinary sl<ili in the art in view of Benjamin *654A1 . 

Claims 60-62. 67-69. 82-^83, 86-91 and 93 are rejected under 35 U.S.C. 102(a) 
and (e) over Benjamin (6489092). Although Benjamin '092 describes a method for 
increasing the percentage of mammalian offspring of either sex by contacting a sperm 
sample with an antibody specific to a selected spermatozoa type, Benjamin fails to 
teach or suggest that a window of time after ejaculation can- be determined for 
performing the separation to obtain the desired increase in the percentage of 
mammalian offspring of either sex. Indeed, Benjamin '092 does not even suggest that 
such a window can exist. Present Applicants have discovered the existence of this 
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window and how to use it for performing the separation to obtain the desired increase in 
the percentage of mammalian offspring of either sex. 

Thus, it is not seen how the presently claimed invention Is anticipated by 
Benjamin •092. Further, it is not seen how the presently claimed invention would have 
been obvious to one of ordinary si<iil In the art in view of Benjamin '092, 

Claims 60-63, 67-70 and 75 are rejected under 35 U.S.C. 102(b) over Blecher et 
al {US2001/Q041348 A1; "Blecher"). Although Blecher describes a method for 
separating semen inlo male and female determining sperm with antibodies bound to 
carriers, such as beads, specific for sex-chromosome molecules, Blecher falls to teach 
or suggest that a window of time after ejaculation can be detennined for performing the 
separation to obtain the desired Increase In the percentage of mammalian offspring of 
either sex. Indeed, Blecher does not even suggest that such a window can exist. 
Present Applicants have discovered the existence of this window and how to use it for 
performing the separation to obtain the desired increase in the percentage of 
mammalian offspring of either sex. 

Thus, it is not seen how the presently claimed invention is anticipated by 
Blecher. Further, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill In the art in view of Blecher. 

Claims 60-63. 67-70, 75-80, 82-83, 86-91 and 93 are rejected under 35 U.S.C, 
§1 03(a) over Benjamin •654A1 or Benjamin '373 or Benjamin '092 In view of Sills (AJRI, 
vol. 40, 1998). The Examiner states that it would have been obvious to one of ordinary 
skill in the art at the time the Invention was made to have used FISH In analyzing the 
percentage of male vs, female sperm cells in a sample. Applicants agree. However, 
that is not the presently claimed Invention. 

The present Invention uses FISH with Koo positive cells to determine the time 
when particular sex type spenm cells are at a maximum and uses that time to provide a 
window for performing a separation into of the semen sample into male-rich and 
female-rich components. None of the cited prior art teach or suggest such a window of 
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lime. Not one of Benjamin •654A1 or Benjamin '373 or Benjamin '092 or Sills, or their 
combination* teach or suggest a window of time after ejaculation can be determined for 
performing the separation to obtain the desired increase in the percentage of 
mammalian offspring of either sex. 

Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill In the art In view of Benjamin •B54A1 or Benjamin '373 or 
Benjamin '092 or Sills, or any combination of them. 

Claims 60-63, 67-70 and 76 are rejected under 35 U.S.C. §1 03(a) over Belcher 
*348A1 in view of Sills. The present Invention uses FISH with Koo positive cells to 
determine the time when particular sex type sperm cells are at a maximum and uses 
that time lb provide a window for performing a separation Into of the semen sample into 
male-rich and female-rich components. None of the cited prior art teach or suggest 
such a window of time. Neither Blecher nor Sills, nor their combination, teach or 
suggest a window of lime after ejaculation can be determined for performing the 
separation to obtain the desired increase in the percentage of mammalian offspring of 
either sex. The present invention uses FISH with Koo positive cells to determine the 
time when particular sex type spenn cells are at a maximum and uses that time to 
provide a window for performing a separation into of the semen sample into male-rich 
and female-rich components^ None of the cited prior art teach or suggest such a 
window of time. 

Thus, it is not seen how the presently claimed Invention would have been 
obvious to one of ordinary skill in the art In view of Blecher or Sills, or any combination 
of them. 

Claims 60-62, 67-*9. 75 and 82 are rejected under 35 U.S.C. §103(a) over 
Zavos et a|. (US 4999283; "Zavos") in view of Sills. The present invention uses FISH 
with Koo positive cells to determine the time when particular sex type sperm cells are at 
a maximum and uses that time to provide a window for performing a separation into of 
the semen sample into male-rich and female-rich components. None of the cited prior 
art teach or suggest such a window of time. Neither Zavos nor Sills, nor their 
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combination* teach or suggest a window of time after ejaculation can be determined for 
performing the separation to obtain the desired increase in the percentage of 
mammalian offspring of either sex. The present invention uses FiSH with Koo positive 
cells to detenDine the time when particuiar sex type sperm cells are at a maximum and 
uses that time to provide a window for performing a separation into of the semen 
sample into male-rich and female-rich components. None of the cited prior art teach or 
suggest such a window of time. 

Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill In the art In view of Zavos or Sills, or any combination of 
them. 

Claims 60-62, 67-69» 73 and 74 are rejected under 35 U.S.C. §1 03(a) over Van 
den Bovenkamp (US 3687806) in view of Sills. The present Invention uses FISH v^th 
Koo positive cells to determine the time when particular sex type sperm cells are at a 
maximum and uses that time to provide a window for perfonTiing a separation into of the 
semen sample into male-rich and female-rich components. None of the cited prior art 
leach or suggest such a window of time, Neither Van den Bovenkamp nor Sills, nor 
their combination, teach or suggest a window of time after ejaculation can be 
determined for performing the separation to obtain the desired increase in the 
percentage of mammalian offspring of either sex. The present invention uses FISH with 
Koo positive cells to determine the lime when particular sex type sperm cells are at a 
maximum and uses that time to provide a window for performing a separation into of the 
semen sampfe into male-rich and female-rich components. None of the cited prior art 
teach or suggest such a window of time. 

Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill in the art in view of Van den Bovenkamp or Sills, or any 
combination of them. 

Claims 60-63, 67-70, 75-80, 82-83, 86-91 and 93 are rejected under 35 U.S.C. 
§1 03(a) over Benjamin •654A1 or Benjamin '373 or Benjamin '092 in view of Johnson 
(Reprod. Fertil. 1 995), The Examiner states that it would have been obvious to one of 
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ordinary skill in the arl at the time the invention was made to have used FISH in 
analyzing the percentage of male vs. female sperm cells in a sample. Applicants agree. 
However, that Is not the presently claimed invention. 

The present invention uses FISH with Koo positive cells to determine the time 
when particular sex type sperm cells are at a maximum and uses that time to provide a 
window for performing a separation into of the semen sample Into male-rich and 
female-rich components. None of the cited prior art teach or suggest such a window of 
time. Not one of Benjamin '654A1 or Benjamin '373 or Benjamin '082 or Johnson, or 
Iheir combination, leach or suggest a window of time after ejaculation can bo 
determined for performing the separation to obtain the desired increase in the 
percentage of mammalian offspring of either sex. 

Thus, It Is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill in the art in view of Benjamin *654A1 or Benjamin '373 or 
Benjamin '092 or Johnson, or any combination of them. 

Claims 80-63, 67-70 and 75 are rejected under 35 U.S.C. §1 03(a) over Belcher 
•348A1 in view of Johnson. The present invention uses FISH with Koo positive cells to 
determine the time when particular sex type sperm cells are at a maximum and uses 
that time to provide a window for performing a separation into of the semen sample into 
male-rich and female-rich components. None of the cited prior art teach or suggest 
such a window of time. Neither Blecher nor Johnson, nor their combination, teach or 
suggest a window of time after ejaculation can be determined for performing the 
separation to obtain the desired increase in the percentage of mammalian offspring of 
either sex. TTie present invention uses FISH with Koo positive cells to detenmine the 
time when particular sex type sperm cells are at a maximum and uses that time to 
provide a window for peri'ormtng a separation into of the semen sample into male-rich 
and female-rich components. None of the cited prior art teach or suggest such a 
window of time. 
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Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill in the art in view of Blecher or Johnson, or any 
combination of them. 

Claims 60-62, 67-69, 75 and 82 are rejected under 35 U.S.C, §1 03(a) over 
Zavos in view of Johnson. The present invention uses FISH with Koo positive cells to 
determine the time when particular sex type sperm cells are at a maximum and uses 
that time to provide a window for performing a separation Into of the semen sample into 
(nale-nch and female-rich components. None of the cited prior an teach or suggest 
such a window of time. Neither Zavos nor Johnson, nor their combination, teach or 
suggest a window of time after ejaculation can be determined for performing the 
separation to obtain the desired increase in the percentage of mammalian offspring of 
either sex. The present invention uses FISH with Koo positive cells to detemiine the 
time when particular sex type sperm cells are at a maximum and uses that time to 
provide a window for performing a separation into of the semen sample into male-rich 
and female-rich components. None of the cited prior art teach or suggest such a 
window of time. 

Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill in the art in view of Zavos or Johnson, or any 
combination of them. 

Claims 60-62, 67-69, 73 and 74 are rejected under 35 U.S.C. §1 03(a) over Van 
den Bovenkamp in view of Johnson. The present invention uses FISH with Koo 
positive cells to determine the time when particular sex type sperm cells are at a 
maximum and uses that time to provide a window for performing a separation into of the 
semen sample into male-rich and female-rich components. None of the cited prior art 
teach or suggest such a window of time. Neither Van den Bovenkamp nor Johnson, 
nor their combination, teach or suggest a window of time after ejaculation can be 
determined for performing the separation to obtain the desired increase in the 
percentage of mammalian offspring of either sex. The present Invention uses FISH with 
Koo positive cells to determine the time when particular sex type sperm cells are at a 



PAGE 2M2 * RCVDAT4/1812007 3:33:39 PM (Eastern Daylight Time] 



APR-18-2007 WED 04:38 PM E A P & D 



FAX NO. 6174394170 



P. 30 



ApplicaUon No. 10r/23.26a 27 Docket No.: 59660(300541) 

F^ly Id OffLoe Action Of December 18, 2006 

maximum and uses that lime to provide a window for performing a separation into of the 
semen sample Into male-rich and female-rich components. None of the cited prior art 
teach or suggest such a window of t?me. 

Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill In the art In view of Van den Bovenkamp or Johnson, or 
any combination of them. 

Claims 60-63, 67-70, 75-80, 82-83, 86-91 and 93 are rejected under 35 U,S,C. 
§103(a) over Benjamin '654A1 or Benjamin '373 or Benjamin '092 in view of Spaulding 
(US 5021244). The Examiner states that It would have been obvious to one of ordinary 
skill in the art at the lime the invention to cool the semen after collection. However, 
embodiments of the presently claimed invention are more than cooling the semen. 

The present invention uses FISH with Koo positive cells to determine the time 
when particular sex type sperm cells are at a maximum and uses that time to provide a 
window for performing a separation into of the semen sample into male-rich and 
female-rich components. None of the cited prior art teach or suggest such a window of 
time. Not one of Benjamin •654A1 or Benjamin '373 or Benjamin '092 or Spaulding, or 
their combination, teach or suggest a window of time after ejaculation can be 
determined for performing the separation to obtain the desired increase in the 
percentage of mammalian offspring of either sex. 

Thus, it is not seen how the presently claimed Invention would have been 
obvious to one of ordinary skill in the art in view of Benjamin '654A1 or Benjamin '373 or 
Benjamin '092 or Spaulding, or any combination of them. 

Claims 60-63, 67-70 and 75 are rejected under 35 U.S.C. §103(a) over Belcher 
'348A1 in view of Spaulding. The present invention uses FISH with Koo positive cells to 
determine the time when particular sex type sperm cells are at a maximum and uses 
that time to pn^vide a window for performing a separation into of the semen sample into 
male-rich and female-rich components. None of the cited prior art teach or suggest 
such a window of time. Neither Blecher nor Spaulding, nor their combination, teach or 
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suggest a window of time after ejaculation can be determined for performing the 
separation to obtain the desired increase in the percentage of mammalian offspring of 
either sox- The present invention uses FISH with Koo positive cells to determine the 
time when particular sex type sperm cells are at a maximum and uses that time to 
provide a window for performing a separation into of the semen sample into mate-rich 
and female-rich components. None of the cited prior art teach or suggest such a 
window of lime. 

Thus, it is not seen how the presently claimed Invention would have been 
obvious to one of ordinary skill in the art in view of Blecher or Spaulding, or any 
combination of them. 

Claims 80-62, 67-69. 75 and 82 are rejected under 35 U.S.C. §1 03(a) over 
Zavos in view of Spaulding. The present invention uses FISIH with Koo positive cells to 
determine the time when particular sex type sperm cells are at a maximum and uses 
that time to provide a window for performing a separation Into of the semen sample into 
male-rich and female-rich components. None of the cited prior art teach or suggest 
such a window of time. Neither Zavos nor Spaulding. nor their combination, teach or 
suggest a window of time after ejaculation can be determined for performing the 
separation to obtain the desired increase in the percentage of mammalian offspring of 
either sex. The present Invention uses FiSI-l with Koo positive cells to determine the 
time when particular sex type spemri cells are at a maximum and uses that time to 
provide a window for performing a separation into of the semen sample into male-rich 
and female-rich components. None of the cited prior art teach or suggest such a 
window of time. 

Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill in the art in view of Zavos or Spaulding, or any 
combination of them. 

Claims 60- 62, 67-69, 73 and 74 are rejected under 35 U.S.C. §1 03(a) over Van 
den Bovenkamp in view of Spaulding. The present invention uses FISH with Koo 
positive cells to determine the time when particular sex type sperm cells are at a 
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maximum and uses that time to provide a window for performing a separation into of the 
semen sample into male-rich and female-rich components. None of the cited prior art 
teach or suggest such a window of time. Neither Van den Bovenl<amp nor Spautding, 
nor their combinalion, teach or suggest a window of time after ejaculation can be 
determined for performing the separation to obtain the desired increase in the 
percentage of mammalian offspring of either sex. The present invention uses FISH with 
Koo positive cells to determine the time when particular sex type sperm cells are at a 
maximum and uses that time to provide a window for perfomiing a separation into of the 
semen sample into male-rich and female-rich components. None of the cited prior art 
teach or suggest such a window of time. 

Thus, it is not seen how the presently claimed invention would have been 
obvious to one of ordinary skill in the art In view of Van den Bovenkamp or Spaulding, 
or any combination of them. 

In view of the discussion above, applicant respectfully submits that the pending 
application Is in condition for allowance. An eariy reconsideration and notice of 
allowance are earnestly solicited. 
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